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04970/000K115US0 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
In re Application of: Naoki TANAKA ET AL. 
Serial No: 10/022,096 Group Art Unit: 2817 

Filed: December 13, 2001 Examiner: Barbara Summons 

Confirmation No.: 2886 
For: SURFACE ACOUSTIC WAVE FILTER 



CERTIFICATION PURSUANT TO 37 C.F.R 1.97(e) 

Commissioner of Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir, 

I, Joseph B. Lerch, declare as follows: 

1 . I am an attorney of record in the above-identified patent application, 
and I am submitting this certification pursuant to 37 C.F.R. 1.97(e) relative to a concurrently 
filed Information Disclosure Statement. 

2. On information and belief, Chinese patent application No. 
01 144302.2 is a foreign counterpart of the above-identified patent application. 
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3. On information and belief, attached as Exhibit A is a true copy of a 
Chinese Office Action which issued in Chinese patent application No. 01144302.2 on 
September 12, 2003. Each item of information cited in the accompanying Information 
Disclosure Statement was cited in this Office Action. 

4. All statements made herein of my own knowledge are true and all 
statements made on information and belief are believed to be true; and further these 
statements were made with the knowledge that willful false statements and the like so 
made are punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of 
the U.S. Code; and that such willful false statements may jeopardize the validity of the 
application or any patent resulting therefrom. 



Date: 
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HE FIRST OFFICE ACTION 

(TRANSLATION) 



The present invention relates to a surface acoustic wave filter. 
Through examination, the detailed opinion is provided as follows. 

a) The following is a quotation of Article 22(3) of the Chinese Patent 

Law. 

Inventiveness means that, as compared with the technology existing before the date of 
filing, the invention has prominent substantive features and represents a notable progress and that 
the utility model has substantive features and represents progress. 

Claims Rejections 

1. Claim 1 is rejected under Article 22 (3) of the Chinese Patent Law 
as being without inventiveness. 

The claim 1 of the present application claims for protection of a 
surface acoustic wave filter. The cited reference 1-CN1105166A also 
disclosed a surface acoustic wave filter, and disclosed concretely the 
following technical features: a piezoelectric substrate, a plurality of 
inter-digital transducers formed on the piezoelectric substrate and arranged 
in a direction propagation of the surface acoustic wave, said inter-digital 
transducers being used for forming the surface acoustic wave filter, at least 
one one-port SAW resonator having at least one inter-digital transducer and 
connected to at least one of input side and output side of the surface 
acoustic wave filter in series (see claim 1 and Fig. 4 of the cited reference 

i)- 

The cited reference 1 did not record definitely that the frequency of a 
pass band of said surface acoustic wave filter and the antiresonant 
frequency of said resonator are substantially equal, however, the cited 
reference 1 teaches that the antiresonant frequency of said resonator is 



i 



higher than the frequency of a pass band of said surface acoustic wave filter, 
a person skilled in the art could obtain various characteristics of the wave 
filter by changing the number of the transducer and the intervals between 
the electrode fingers, that is, the distinguishing technical features of the 
claim 1 are common sense. 

Therefore, it is obvious for a person skilled in the art to obtain the 
technical scheme of the claim 1 by combining the cited reference 1 and the 
common sense, so that the claim 1 does not possess inventiveness. 

2. Claims 2-3 are rejected under Article 22 (3) of the Chinese Patent 
Law as being without inventiveness. 

The cited reference 1 further disclosed the following technical features: 
two reflectors are provided on both sides of the plurality of inter-digital 
transducers arranged in the longitudinally-coupled double-mode resonator 
filter, so as to enclose vibration energy of the surface acoustic wave 
between the two reflectors (see Fig. 4 of the cited reference 1); the 
resonator is a one-port resonator (see claim 1 of the cited reference 1). 

Based on the same reasons as the above, the claims 2-3 do not possess 
inventiveness. 

3. Claim 4 is rejected under Article 22 (3) of the Chinese Patent Law 
as being without inventiveness. 

The resonator disclosed in the cited reference 1 is not provided with 
reflectors on both sides thereof, however, the reflectors are not necessary in 
the technical scheme for a person skilled in the art. Without the reflectors, 
the reflecting function of end surfaces of crystal could be achieved by using 
a predetermined number of inter-digital transducers and the method for 
positioning the transducers. Therefore, the claim 4 is obvious for a person 
skilled in the art over the cited reference 1 in view of the common sense. 

4. Claims 5-6 are rejected under Article 22 (3) of the Chinese Patent 
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Law as being without inventiveness. 

The additional features of the claims 5-6 are disclosed by the cited 
reference 1 (see claim 1, claim 10 and Fig. 4 of the cited reference 1), 
therefore, the claims 5-6 do not possess inventiveness. 

5. Claim 7 is rejected under Article 22 (3) of the Chinese Patent Law 
as being without inventiveness. 

The claim 7 of the present application claims for protection of a 
surface acoustic wave filter. The cited reference 1-CN1105166A also 
disclosed a surface acoustic wave filter, and further disclosed concretely the 
following technical features: a piezoelectric substrate, a plurality of 
inter-digital transducers formed on the piezoelectric substrate and arranged 
in a direction propagation of the surface acoustic wave, said inter-digital 
transducers being used for forming the surface acoustic wave filter, at least 
one one-port SAW resonator having at least one inter-digital transducer and 
connected to at least one of input side and output side of the surface 
acoustic wave filter in series (see claim 1 and Fig. 4 of the cited reference 

i). 

The cited reference 1 did not record definitely that a pitch of electrode 
fingers in the inter-digital transducers of the resonator is larger than that of 
electrode fingers in the inter-digital transducers of the surface wave filter, 
however, a person skilled in the art could obtain various characteristics of 
the wave filter by changing the number of the transducer and the intervals 
between the electrode fingers, that is, the distinguishing technical features 
of the claim 7 are common sense. 

Therefore, it is obvious for a person skilled in the art to obtain the 
technical scheme of the claim 7 by combining the cited reference 1 and the 
common sense, so that the claim 7 does not possess inventiveness. 

6. Claims 8-9 are rejected under Article 22 (3) of the Chinese Patent 
Law as being without inventiveness. 
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The cited reference 1 further disclosed the following technical features: 
two reflectors are provided on both sides of the plurality of inter-digital 
transducers arranged in the longitudinally-coupled double-mode resonator 
filter, so as to enclose vibration energy of the surface acoustic wave 
between the two reflectors (see Fig. 4 of the cited reference 1); the 
resonator is a one-port resonator (see claim 1 of the cited reference 1). 

Based on the same reasons as the above, the claims 8-9 do not possess 
inventiveness. 

7. Claim 10 is rejected under Article 22 (3) of the Chinese Patent Law 
as being without inventiveness. 

The resonator disclosed in the cited reference 1 is not provided with 
reflectors on both sides thereof, however, the reflectors are not necessary in 
the technical scheme for a person skilled in the art. Without the reflectors, 
the reflecting function of end surfaces of crystal could be achieved by using 
a predetermined number of inter-digital transducers and the method for 
positioning the transducers. Therefore, the claim 10 is obvious for a person 
skilled in the art over the cited reference 1 in view of the common sense. 

8. Claims 11-12 are rejected under Article 22 (3) of the Chinese Patent 
Law as being without inventiveness. 

The additional features of the claims 11-12 are disclosed by the cited 
reference 1 (see claim 1, claim 10 and Fig. 4 of the cited reference 1), 
therefore, the claims 11-12 do not possess inventiveness. 

Conclusions 

Concerning the above, the present application could not be granted 
until now. The claims 1-12 do not possess inventiveness, and there are not 
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any substantive contents that could be granted. Therefore, even if the 
applicant redrafts and/or recombines the claims, the present application is 
impossible to be granted. If the applicant could not expound sufficient 
reasons that the present application possesses inventiveness, the application 
shall be rejected finally. 

The applicant should be also noted that the amendments may not go 
beyond the scope of the disclosure contained in the initial description and 
claims, that is, it should be in conformity with Article 33 of Chinese Patent 
Law which is quoted below. 

An applicant may amend his or its application for a patent, but the amendment may not go 
beyond the scope of the disclosure contained in the initial description and claims, and the 
amendment to the application for a patent for design may not go beyond the scope of the 
disclosure as shown in the initial drawings or photographs. 
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State Intellectual Property Office of People's Republic of China 



Add;16/F,.ZhongkeBtiilding.No.80.Haidian Road. Haidian District. Beiiing -P.R.China Postal Coder! 00080 



Applicant(s) 


SANYO ELECTRIC CO., LTD 


Issuing Date: 
September 12. 2003 


Patent Agent(s) 


Xiaofeng LIU 


Application No. 


01144302.2 


Title of Invention 


Surface Acoustic Wave Filter 



THE FIRST OFFICE ACTION 



1. £<] The applicant has filed a request for substantive examination on (day/month/year). The 

examiner has proceeded the substantive examination on the above mentioned patent application for 
invention in accordance with the provisions of Articl 35(1) of the Chinese Patent Law. 

□ The Patent Office has decided to proceed a substantive examination on the above mentioned patent 
application for invention in accordance with the provisions of Article 35(2) of the Chinese Patent 
Law. 

2. ^ The applicant claimed: 

the filing date 2000.12.15 in the Japan Patent Office as the priority date, 

the filing date in the Patent Office as the priority date, 

the filing date in the Patent Office as the priority date, 

the filing date in the Patent Office as the priority date, 

the filing date in the Patent Office as the priority date. 

[>3 The applicant has provided a copy of the priority documents certified by the Patent Office where 
the prior application(s)was/were filed. 

□ The applicant has not provided a copy of the priority documents certified by the Patent Office 
where the prior application(s)was/were filed and the priority claim(s) is/are deemed not to have 
been made in accordance with the provisions of Article 30 of the Chinese Patent Law. 

3. C] The applicant submitted amendment (s) to the application on and on , wherein. 

the amendment (s) submitted on and 

on are unacceptable, 

because said amendment(s) is/are not in conformity with 

n the provisions of Article 33 of the Chinese Patent Law: 

□ the provisions of Rule 51 of the Implementing Regulations of the Chinese Patent Law. 
The detailed reasons for the amendments being unacceptable is described in the text of this Office 
Action. 

4. [§]The examination is proceeded based on the application documents originally filed. 
[^Description: 

Pages of original application documents filed don the application date, 

Pages filed on; Pages filed on; 

Pages filed on; Pages filed on; 
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□Claims: 

Pages of original application documents filed don the application date, 

Pages filed on; Pages filed on; 

Pages filed on; Pages filed on; 

□Drawings: 

Pages of original application documents filed don the application date, 

Pages filed on; Pages filed on; 

Pages filed on; Pages filed on; 



□Abstract: □ Filed on the application date; □ filed on 

□Drawing to the Abstract: □ Filed on the application date; □ filed on 

5.1 I This Notification is issued without a search having been conducted. 
1^1 This Notification is issued with a search having been conducted. 

^ The following reference documents have been cited in this office action(their serial numbers will 
be referred to in the ensuing examination procedure): 



Serial No. 


Reference document( Number or Title) 


Publication Date 
(or Filing date of interference patent 
applications) 


1 


CN 1105166A 


12day 07 month 1995 year 


2 




day month year 


3 




day month year 


4 




day month year 



6. The conclusive opinion of the examiner is as follows: 
I I Description: 

□ The subject matter of the application falls into the scope, on which no patent right shall be 

granted, defined by Article 5 of the Chinese Patent Law. 

□ The description is not in conformity with the provisions of Article 26(3) of the Chinese 

Patent Law. 

□ The description is not in conformity with the provisions of Rule 18 of the Implementing 

Regulations of the Chinese Patent Law. 

El Claims: 

□ Claim falls into the scope, on which no granted patent right shall be granted, 

provided by Article 25 of the Chinese Patent Law. 

□ Claim is not in conformity with the definition of invention prescribed by Rule 2(1) 

of the Implementing Regulations of the Chinese Patent Law. 

□ Claim does not possess novelty provided by Article 22(2) of the Chinese Patent 

Law. 

^ Claim 1-13 does not possess inventiveness provided by Article 22(3) of the Chinese Patent 
Law. 

□ Claim does not possess practical applicability provided by Article 22(4) of the 



Chinese Patent Law. 

□ Claim is not in conformity with the provisions of Article 26(4) of the Chinese 

Patent Law. 

□ Claim is not in conformity with the provisions of Article 31(1) of the Chinese 

Patent Law. 

I I Claim is not in conformity with the provisions of Rule 20 to 23 of the 

Implementing Regulations of the Chinese Patent Law. 

□ Claim is not in conformity with the provisions of Article 9 of the Chinese Patent 

Law. 

n Claim is not in conformity with the provisions of Rule 12(1) of the Implementing 

Regulations of the Chinese Patent Law. 
The detailed analysis for above conclusive opinion is described in the text of this office action. 

7. On the basis of the above conclusive opinion, the examiner holds that: 

n The applicant should make amendment in accordance with the requirements described in the 

text of this office action. 
I I The applicant should expound reasons for that the above mentioned patent application can be 

granted patent right, and make amendments to the specification which is not in conformity with 

the provisions as described in the text of this office action; otherwise the patent right shall not 

be granted. 

E<]The patent application does not possess any substantive contents for which patent right may be 
granted, if the applicant fails to expound reasons or the reasons expounded are not sufficient, 
this application will be rejected. 

□ 

8. The applicant shall pay attention to the following matters: 

(1) In accordance with the provisions of Article 37 of the Chinese Patent Law, the applicant shall 
submit a response within four months from the date of receiving this office action. If the 
applicant fails to meet the time limit without any justified reason, the application shall be 
deemed to have been withdrawn. 

(2) The amendment made by the applicant shall be in conformity with the provisions of Article 33 
of the Chinese Patent Law. The amendment shall be submitted in duplicate copies and in a 
format which is in accordance with the relevant provisions of the Examination Manual. 

(3) The applicant's response and/or amended documents shall be mailed or submitted to the 
Receiving Department of the Chinese Patent Office. The documents which are not mailed or 
submitted to the Receiving Department do not possess legal effect. 

(4) The applicant and/or his(its) agent shall not come to the Chinese Patent Office to interview with 
the examiner without an appointment. 



9. The text of this office action consists of a total of 2 sheets, and is accompanied by the following annexes: 

I I A copy of the cited reference documents consisting of sets and sheets. 

□ The 3-D Examination Department The Seal of the Examiner: Yankun WANG 
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